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Reply to Office Action of October 21, 2003 

REMARKS 

This is in response to the Office Action mailed October 21, 2003. Claims 2, 4, and 5 are 
withdrawn. Claims 20-64 are cancelled with prejudice. Claims 1, 7, 10, 13, 15, 17 and 18 have 
been amended. Claims 1-19 are pending in the application. 

For the Examiner's convenience and reference, Applicants' remarks are presented in the 
order in which the corresponding issues were raised in the Office Action. 

I. Objections to Claims 

The Examiner objects to claims 1, 10, 13, and 15 for minor grammatical/topographical 
errors. Applicants appreciate the Examiner's careful review of the claim language and amend the 
claims according to the Examiner's suggestions. Withdrawal of the objections to the claims is 
therefore respectfully requested. 

II. Rejections Under 35 U.S.C. § 112, Second Paragraph 

Claims 1-19 are rejected under 35 U.S.C. §1 12, second paragraph as being indefinite. 
Specifically, the Examiner states that the plant "Prunella Linn" recited in the claims is not found 
in the art. The Examiner further requests Applicants to submit evidence showing that this 
particular plant is documented in the literature in order to overcome the rejection. 

Applicants submit herewith a copy of a section of "FLORA" (1977), an authoritative 
publication by the Chinese Academy of Sciences (also called the Chinese Academic Sinica), 
volume 65, No. 2, pp.386-387. As shown on page 386 and indicated by an arrow therein, 
physical-eharaGteristics of plant Prunella Linn are described in Chinese. As shown on page 387 
and indicated by Arrow 1 therein, geographic locations of plant Prunella Linn are described in 
Chinese, which, translated into English, reads, "There are approximately 15 species (some saying 
7 species) [of this genus]. These species are similar to each other and grown in temperate zones 
of Europe and Asia, in tropical mountain areas, as well in northwestern part of Africa, and North 
America. In China there are 4 species and 3 variants thereof, among which one is cultivated". 
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An example of such a species of Prunella Linn, P. grandiflora (Linn) Jacq. is described in detail in 
the section marked with Arrow 2. 

Since the plant Prunella Linn is well-documented in an authoritative publication such as 
"Flora" by the Chinese Academy of Sciences, one of ordinary skill in the art would understand 
the meaning of the term Prunella Linn as recited in the claims under 35 U.S.C. §112, second 
paragraph. Withdrawal of this ground of rejection is therefore respectfully requested. 

The Examiner also rejects claims 3, 10, 17 and 18 for reciting "at least X%". Applicants 
amend these claims to specify that the term "at least X%" is based on the weight of the extract of 
the plant. Withdrawal of this ground of rejection is therefore respectfully requested. 

The Examiner further rejects claims 7 and 19 for reciting "2a, 19a-dihydricursolic acid". 
Applicants amend these claims to specify the term to be ""2a,19oc-dihydricursolic acid". 
Withdrawal of this ground of rejection is therefore respectfully requested. 

III. Rejections Under 35 U.S.C. § 112, First Paragraph 

Claims 1-19 are rejected under 35 U.S.C. §1 12, first paragraph as failing to comply with 
the enablement requirement. Specifically, the Examiner states that the it would require undue 
experimentation for one of ordinary skill in the art to practice the invention because the plant 
"Prunella Linn" recited in the claims is not found in the art. The Examiner states that this 
rejection can be overcome by submitting evidence showing that the plant Prunella Linn is known 
and documented in the art. 

As described in detail in addressing the issue under 35 U.S.C. §112, second paragraph, 
Applicants submit herewith a copy of a section of "FLORA" (1977) by the Chinese Academy of 
Sciences, volume 65, No. 2, pp. 386-387, to show that the plant Prunella Linn is known and well- 
documented in an authoritative publication. In view of the publication and the citations therein, 
one of ordinary skill in the art would be able to find and use the plant according to the 
specification of the present application under 35 U.S.C. §112, first paragraph. Withdrawal of this 
ground of rejection is therefore respectfully requested. 
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CONCLUSION 



In light of the remarks and arguments set forth above, Applicants earnestly believe that 
they are entitled to a letters patent, and respectfully solicit the Examiner to expedite prosecution 
of this patent application to issuance. Should the Examiner have any questions, the Examiner is 
encouraged to telephone the undersigned. 

The Commissioner is authorized to charge any additional fees which may required, 
including petition fees, or credit any overpayment to Deposit Account No. 23-2415 
(Docket No. 25885-704). 



WILSON SONSINI GOODRICH & ROSATI 



Respectfully submitted, 



Dated: April 12. 2004 




Shirley Chen, Ph.D. 
Registration No. 44,608 



650 Page Mill Road 
Palo Alto, CA 94304-1505 



Tel: (650) 565-3856 
Client No. 021971 
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